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Sir: 

This Paper responds to the Examiner's Answer mailed May 25, 2011. For at 
least the reasons set forth in the Appeal Brief and this Reply Brief, the Applicants 
respectfully request that the Board of Patent Appeals and Interferences reverse the 
final rejection of claims 1-44 of the present application. 
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REMARKS 

Applicants note that with respect to the rejections of pending claims 1-44 under 35 
U.S.C. §103, the Examiner's Answer sets forth substantially the same reasoning as the 
Final Office Action. Compare Examiner's Answer at pages 4-12 with July 28, 2010 Final 
Office Action at pages 4-12; Compare Examiner's Answer at page 13, line 10 to page 15, 
line 4 with July 28, 2010 Final Office action at page 4, line 18 to page 6, line 8; Compare 
Examiner's Answer at page 17, line 20 to page 18, line 2 with July 28, 2010 Final Office 
action page 4, lines 20-25; Compare Examiner's Answer at page 18, line 5 with July 28, 
2010 Final Office action at page 5, line 19 to page 6, line 5. The March 1 1 , 201 1 Appeal 
Brief addressed those repeated arguments at pages 9-20. To the extent that the 
Examiner's Answer presents new issues or arguments, the Applicants will address below. 

A recent Federal Circuit case clarifies the nature of a prima facie case of 
unpatentability. In particular, In re Kao states that the "examiner bears the initial burden 
of presenting a prima facie case of obviousness. See In re Glaug, 283, F.3d 1335, 
1 338 (Fed. Cir. 2002)." In re Kao, 201 1 U.S. App. LEXIS 9729 (Fed. Cir. May 1 3, 201 1 ) 
(attached). Moreover, the Examiner must support conclusions of obviousness with 
"substantial evidence." See id. (emphasis added). "Substantial evidence is such 
relevant evidence as a reasonable mind might accept as adequate to support a 
conclusion." In re Kumar, 418 F.3d 1361, 1366-67 (Fed. Cir. 2005). However, 
"conjecture does not supply the requisite substantial evidence to support the rejections 
See In re Kao, 2011 U.S. App. LEXIS 9729 (Fed. Cir. May 13, 2011). Further, 
conclusory reasoning does not supply the requisite substantial evidence. See In re 
Kao, 2011 U.S. App. LEXIS 9729 (Fed. Cir. May 13, 2011) ("the Board should neither 
rely upon conclusory reasoning nor its own conjecture in assessing the weight of 
evidence"). As explained herein, the Final Office Action and the Examiner's Answer fail 
to support conclusions of obviousness with "substantial evidence." 
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I. The Proposed Combination Of Finseth And Reto Does Not Render Claims 
1-44 Unpatentable 

The Applicants now turn to the rejection of claims 1-44 as being unpatentable 
over Finseth in view of Reto. The Applicants explain in detail that the Final Office 
Action and Examiner's Answer fail to provide "substantial evidence" to support the 
rejections of claims 1 -44, for a variety of reasons. See Appeal Brief at pages 1 2-30. 

1. Claim 1 

Applicants offer the following, with regard to aspects of claim 1 . 

A. "Receiving A Request For Consumption Of Media Of A Second 
User At The Second Location, From A First User At The First Location" 

Applicants' claim 1 recites, in part, "receiving a request for consumption of media 

of a second user at the second location, from a first user at the first location." 

Applicants' claim 1 also recites, in part, "at the time of said receiving the request for 

consumption of media of the second user at the second location, from the first user at 

the first location, sending at least one indication of media consumption activity to the 

second user at the second location, via the communication network, if the at least one 

condition is met, to enable interaction of the first user and the second user during media 

consumption by the first user." See Appeal Brief at page 22. The Applicants made the 

following statement at page 12 of the Appeal Brief: 

Thus, the claim is clear that a first user requests to 
consume (not invites to share) media of a second user 

(not broadcast television or pay-per-view programming of a 
separate and distinct media provider) at a second location. 
When that request is made , an indication of media 
consumption activity is sent to the second user at the 
second location if at least one condition is met. 

(emphasis in original) 

In response, the Examiner disputes that statement, at page 15 of the Examiner's 
Answer, asserting the following: 
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The examiner respectfully disagree. The claim is not 
clear with respect to a first user requests to consume (not 
invites to share) media of a second user (not broadcast 
television or pay-per-view programming of a separate and 
distinct media provider) at a second location as stated above 
by the appellant. 

In response to applicant's argument that the 
references fail to show certain features of applicant's 
invention, it is noted that the features upon which applicant 
relies (i.e., media of a second user at a second location) 
are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
In contrast, the claim language is open to a broader 
interpretation. The claim language is unclear with respect 
who/what (i.e. set-top box, head-end, server, another user at 
different location, etc) is "receiving a request for 
consumption of media of a second user at the second 
location, from a first user at the first location." Furthermore, 
"consumption of media" is open to broader interpretation of 
use of any audio/video data by user(s) at the first/second 
location(s) and doe not strictly limit to personal media of 
user(s). 

(emphasis added) 

Thus, the Examiner's first and foremost argument to support maintaining the 
rejection of claim 1 appears to be that "the features upon which applicant relies (i.e., 
media of a second user at a second location) are not recited in the rejected claim(s)." 
Applicants respectfully note that the argument of the Examiner is grounded in a simple 
difference in the article used (i.e., "a" vs. "the") in Applicants' restatement of the 
requirements of a portion of claim 1 . This difference in the article used occurs because 
the portion of Applicants' argument did not include a discussion of the portion of claim 1 
that establishes the antecedent basis for use of the term "the second location." 
Applicants respectfully submit that such an argument by the Examiner does not 
address the alleged teachings of the cited art, and fails to rise to the level of the 
"substantial evidence" required to support a prima facie case of obviousness. 

The Examiner next argues the following, at page 16, lines 4-8 of the Examiner's 



4 



Application Serial No. 10/675,434 
Reply Brief 



Answer: 

In contrast, the claim language is open to a broader 
interpretation. The claim language is unclear with respect 
who/what (i.e. set-top box, head-end, server, another user at 
different location, etc) is "receiving a request for 
consumption of media of a second user at the second 
location, from a first user at the first location." 

Initially, Applicants respectfully submit that the Examiner has not previously 
raised the issue that '[t]he claim language is unclear with respect who/what (i.e. set-top 
box, head-end, server, another user at different location, etc) is "receiving a request for 
consumption of media of a second user at the second location, from a first user at the 
first location,'" and has not rejected claim 1 citing that reason as grounds. In addition, 
the Examiner does not now describe any alleged "broader interpretation" of the 
identified portion of claim 1 that is consistent with the Applicants' Specification, and 
further, does not explain how the assertion is evidence supporting a prima facie case of 
obviousness, as required by MPEP §2142. Indeed, the above statement by the 
Examiner fails to cite to any portion of the references, or of Applicants' disclosure, to 
support the rejection asserted under 35 U.S.C. §1 03(a). 

The Examiner's Answer then states the following, at page 16, lines 8-10: 

Furthermore, "consumption of media" is open to 
broader interpretation of use of any audio/video data by 
user(s) at the first/second location(s) and doe not strictly limit 
to personal media of user(s). 

Here the Examiner asserts that the phrase "consumption of media" is also open 
to "broader interpretation." However, Applicants respectfully disagree with the 
Examiner's suggestion that the phrase "consumption of media," in the context of claim 
1, may be validly interpreted as "use of any audio/video by user(s) at the first/second 
location(s)...." (emphasis added) The language of claim 1 recites, in part, "receiving a 
request for consumption of media of a second user at the second location , from a first 
user at the first location ." The plain and ordinary meaning of claim 1 clearly requires a 
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"request," that the "request" be "a request for consumption of media," and requires that 
the "request" be "from a first user at the first location." Moreover, the "request" must be 
for "consumption of media of a second user at the second location ." The Examiner, 
however, fails to provide the required "substantial evidence" that shows how and why 
the cited art teaches at least these aspects of claim 1 . 

Applicants respectfully submit that the Examiner concedes that Finseth does not 
teach, inter alia, "receiving a request for consumption of media of a second user at the 
second location, from a first user at the first location." See Final Office action of July 28, 
2010 at page 5, lines 8-14 and Examiner's Answer at page 5, lines 10-16. The 
Examiner's Answer again relies on Reto at Figures 35-37 and paragraphs [0041], 
[0042], [0175], and [0176] for support. See id. at page 16, lines 14-16. Applicants have 
previously addressed the alleged teachings of those portions of Reto. See Appeal Brief 
at pages 12-15. 

Applicants respectfully submit that Reto at f[0041] teaches a "request" from a 
"first client device" to a "server" to cause an "icon" to be "executed" (i.e., "displayed") at 
a "second client device." Reto teaches that the "icon" "executed" ("displayed") at the 
"second client device" is desirably superimposed over "content" so that it is not 
overlooked. Thus, Reto at f[0041] teaches a "request" from a "first client device" for 
display at a "second client device" of an "icon" inviting the user of the "second client 
device" to join the user of the "first client device" in viewing "content" of interest to the 
user of the "first client device." The "request" of Reto is not, however, a "request for 
consumption of media of a second user at the second location ," as recited by claim 
1, but is instead a request to a "server" to send an invitation to a second user to 
participate in viewing content identified by the one making the request (i.e., the user of 
the "first client device"). 

Applicants respectfully submit that even if Applicants were to agree that the 
"request" (sent by the "first client device") of Reto taught Applicants' claimed "request 
for consumption of media of a second user at the second location", which Applicants 
do not, to be in accordance with claim 1 the "request" of Reto would have to be 
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received "from a first user at the first location." Reto at cited H[0041] teaches the 
alleged "request" is sent from the "first client device." For Reto to be in accordance with 
this feature of claim 1 would then seemingly require the "second client device" of Reto 
to correspond to Applicants' claimed "second user at the second location." Reto at 
f[0041], however, teaches that the "request" is an invitation from the user of the "first 
client device" to a user of the "second client device" to join in viewing content identified 
by the user of the "first client device." Applicants respectfully submit that Reto does not 
teach that the "request" is a "request" for consumption of "content," and does not teach 
that the "content" is of the "second user at the second location," in accordance with 
claim 1 . Instead, Reto teaches that the "content" is at the "first client device." That is, 
Reto does not teach that the media/content consumed/to be shared is "media of a 
second user at the second location ," in accordance with claim 1 , and therefore does not 
teach, suggest, or disclose, at least, "receiving a request for consumption of media of a 
second user at the second location, from a first user at the first location." 

Applicants respectfully submit that cited f[0042] simply teaches that users of 
different client devices can share a viewing experience by selecting a displayed icon 
instead of text. The cited portion of Reto at H[0042] also does not teach a "request for 
consumption of media of a second user at a second location," in accordance with claim 
1, and does not teach, suggest, or disclose, at least, "receiving a request for 
consumption of media of a second user at the second location, from a first user at the 
first location." 

Applicants respectfully submit that cited 1f[0175] discloses operation similar to 
that described at f [0041 ] of Reto. At ^[01 75], Reto teaches where a first user viewing 
"pay content" on a "client device 1 " selects a "share button 63" causing an "invitation" to 
be sent to a second user of a "client device 2." The "invitation" is not, however, a 
"request" for consumption of "media of a second user at the second location," as 
claimed. Instead the "request" is a request to send an invitation to share a viewing 
experience by agreeing to pay for and view the same "pay content" streamed to the 
"client device 1" of the first user. Therefore, Applicants respectfully submit that U[0175] 
of Reto also does not teach, suggest, or disclose, at least, "receiving a request for 
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consumption of media of a second user at the second location, from a first user at the 
first location." 

Applicants respectfully submit that cited H[0176] similarly discloses use of a 
"share button 124" to "invite people in the present chat room to invite people who are 
not viewing the same television content to watch the same television content together." 
Reto at f[0175] teaches that selection of the "share button 124" on the "sender client 
device" results in "server 5" sending an invitation to users of "target client devices," 
causing an "invitation icon" to appear on the "chat screen" of the "target client devices." 
However, the "request" is a request to send an invitation to "client devices," and is not a 
"request for consumption of media of a second user at the second location," in 
accordance with claim 1 . 

Applicants respectfully submit that the Office fails to explain how the cited 
Figures 35-37 provide any further information supporting the rejection of this feature of 
claim 1 . 

The Examiner then states the following at page 1 6, line 1 6 to page 1 7, line 2: 

Wherein, the first one of client devices send a request 
to server in order to view similar television content with one 
or more client device(s). The server investigates which of the 
client devices are watching difference content from the 
sender client device and sets these client device(s) as target 
device(s). Server sends commands to all the target device(s) 
and target device executes the invitation. After target 
device(s) accept the invitation, both sender and target client 
device(s) are able to interact with each other (Reto: figures 
35-37; Para. 0041-42 and 0175-176). In addition, the 
reference is clear with respect to server receiving a request 
from a first one of client device and carrying are investigation 
with respect to usage of media by another client device(s) 
based on the request received and further interaction 
between users after accepting the invitation. 



Applicants respectfully submit that this response to Applicants' assertion of the 
Appeal Brief that the cited art fails to teach the feature of claim 1 that recites "receiving 
a request for consumption of media of a second user at the second location, from a 
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first user at the first location," again relies on the same portions of the Reto reference 
discussed above. Applicants have addressed those cited portions in detail in the 
Appeal Brief and above. The Examiner simply describes what is allegedly taught by 
Reto, but fails to relate the alleged teachings to the specific elements of this feature of 
Applicants' claim 1 . That is, the Examiner fails to provide the "explicit analysis" required 
by MPEP §2142 to demonstrate how the combination of Finseth and Reto teach, 
suggest, or disclose, all aspects of Applicants' claim 1 feature "receiving a request for 
consumption of media of a second user at the second location, from a first user at the 
first location." 

Therefore, for at least the reasons set forth in the Appeal Brief and above, 
Applicants respectfully submit that the Examiner has not shown that Reto teaches that 
a "first user" at a "first location" sends a "request" to a "second user" at a "second 
location" to consume media of the "second user," in accordance with claim 1, and 
therefore does not teach, suggest, or disclose, at least, "receiving a request for 
consumption of media of a second user at the second location, from a first user at the 
first location." Because Finseth admittedly does not teach this feature of claim 1, it 
necessarily follows that the proposed combination of Finseth and Reto cannot teach at 
least this feature of claim 1 . For at least these reasons, Applicants respectfully request 
that the rejection of claim 1 be reversed. 

B. "At The Time Of Said Receiving The Request For Consumption 
Of Media Of The Second User At The Second Location, From The First User 
At The First Location, Sending At Least One Indication Of Media 
Consumption Activity To The Second User At The Second Location, Via 
The Communication Network, If The At Least One Condition Is Met" 

Applicants' claim 1 also recites, in part, "at the time of said receiving the request 

for consumption of media of the second user at the second location, from the first user 

at the first location, sending at least one indication of media consumption activity to the 

second user at the second location, via the communication network, if the at least one 

condition is met, to enable interaction of the first user and the second user during media 

consumption by the first user." See Appeal Brief at page 22. 
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Applicants have addressed the alleged teachings of Finseth and Reto in regard 
to the various aspects of this feature of claim 1 . See Appeal Brief at pages 1 5-1 8. 

Applicants have shown above that Reto fails to remedy the admitted 
shortcomings of Finseth with regard to teaching Applicants' claim 1 feature that recites 
"receiving a request for consumption of media of a second user at the second location, 
from a first user at the first location." Applicants therefore respectfully submit that the 
cited art does not teach, suggest, or disclose, at least, "receiving a request for 
consumption of media of a second user at the second location, from a first user at the 
first location." 

In view of that shortcoming of the cited art, Applicants respectfully submit that 
the cited art also cannot teach, suggest, or disclose the portion of claim 1 that recites 
" at the time of said receiving the request for consumption of media of the second 
user at the second location, from the first user at the first location, sending at least 
one indication of media consumption activity to the second user at the second location, 
via the communication network, if the at least one condition is met," as Applicants have 
shown that not all aspects of this feature of claim 1 are set forth by the cited art. 

The Examiner responds to Applicants' arguments of the Appeal Brief regarding 
this feature of claim 1 by simply repeating portions of the rejection of the Final Office 
Action of July 28, 2010. Compare Examiner's Answer at page 17, line 20 to page 18, 
line 13 with Final Office Action of July 28, 2010 at page 4, lines 20-25 and page 5, line 
19 to page 6, line 5. 

The Examiner then merely repeats a previous portion of the Examiner's Answer 
that appears at page 16, lines 16-23, which again relies upon Reto at Figures 35-37, 
and ff[0041], [0042], [0175], and [0176] for support. Applicants have addressed that 
portion of the Examiner's Answer, and the cited portions of the art, above. Applicants 
respectfully submit that the Examiner again simply asserts what Reto allegedly teaches, 
without providing the "explicit analysis" required by MPEP §2142 to explain how the 
alleged disclosures of the cited art teach the specific aspects of this feature of 
Applicants' claim 1 . See Examiner's Answer at page 1 8, line 1 3, to page 1 9, line 7. 
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Applicants have previously shown that the Office mistakenly relies on Finseth for 
a teaching of Applicants' claimed "at least one condition," which claim 1 recites as 
"defining when an indication of media consumption activity is sent by the first location to 
a second location, via the communication network." See Appeal Brief at page 16. 
Applicants respectfully submit that the Examiner does not assert that Reto remedies the 
demonstrated deficiencies of Finseth, and the Examiner's Answer does not respond to 
the substance of the arguments presented in the Appeal Brief. 

Instead, the Examiner states the following, at page 19, lines 8-12, of the 
Examiner's Answer: 

In addition, present claim language is unclear with 
respect to "sending at least one indication of media 
consumption activity to the second user at the second 
location, via the communication network (lines 9-1 1 of claim 
1 )" is referring to "the at least one condition defining when 
an indication of media consumption activity is sent by the 
first location to a second location, via the communication 
network; (lines 3-5 of claim 1)." 

Initially, Applicants respectfully disagree that the language of claim 1 is unclear, 
and instead assert that it is unclear to the Applicants how this assertion supports a 
rejection of claim 1 for reasons of obviousness. Applicants respectfully note that the 
Examiner has not rejected any aspects of clam 1 under 35 U.S.C. §112, and does not 
cite any portions of the cited art in making the above assertions. Notably, the Examiner 
fails to explain how the assertion lends the necessary support for establishment of a 
prima facie case of obviousness with respect to claim 1 . 

Applicants respectfully submit that claim 1 recites, in part, "receiving at least one 
condition, at a first location, the at least one condition defining when an indication of 
media consumption activity is sent by the first location to a second location, via the 
communication network." Claim 1 further recites, in part, " at the time of said receiving 
the request for consumption of media of the second user at the second location , from 
the first user at the first location, sending at least one indication of media consumption 
activity to the second user at the second location, via the communication network, if the 
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at least one condition is met ." Thus, Applicants respectfully submit that the language of 
claim 1 is clear that "at least one indication of media consumption activity" is sent to 
"the second user at the second location" if the "at least one condition [received at the 
first location] is met." As noted above, claim 1 recites that the claimed "at least one 
condition" defines "when an indication of media consumption activity is sent by the first 
location to a second location." Applicants respectfully submit that these portions of 
claim 1 are clear. 

Applicants further respectfully submit that the Examiner has not responded to 
Applicants' arguments with regard to the art cited in the rejection of these aspects of 
clam 1 in the Final Office Action of July 28, 201 0. See Appeal Brief at pages 1 5-1 6. 

Therefore, based at least upon the reasons set forth above, Applicants 
respectfully submit that the Examiner has failed to show "substantial evidence" that the 
cited art teaches all aspects of Applicants' claim 1 , that the Office has not established a 
prima facie case of obviousness with respect to claim 1 , and respectfully request that 
the rejection of claim 1 be reversed. 

2. Claims 11, 22, 30, And 40 

Applicants respectfully note that the Examiner rejects all of independent claims 
1 , 1 1 , 22, 30, and 40, by addressing only the features of independent claim 1 , and that 
independent claims 11, 22, 30, and 40 were rejected for the same reasons over the 
same art asserted in the rejection of claim 1. See Final Office Action of July 28, 2010 at 
pages 4-12. Applicants therefore respectfully request that the rejection of claims 11, 
22, 30, and 40 of the Final Office action of July 28, 2010 be reversed. 

3. Claims 2-10, 12-21, 23-29, 21-39, And 41-44 

Applicants respectfully note that claims 2-10, 12-21, 23-29, 21-39, and 41-44 
depend, respectively, from independent claims 1 , 1 1 , 22, 30, and 40, and are therefore 
allowable over the cited art for at least the reasons set forth above. Accordingly, 
Applicants respectfully request that the rejections of these claims also be reversed. 
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II. CONCLUSION 

For at least the reasons discussed above, the Applicants respectfully submit that 
the pending claims are allowable. Therefore, the Board is respectfully requested to 
reverse the rejections of pending claims 1-44. 

The Commissioner is authorized to charge any necessary fees, or credit any 
overpayment to Deposit Account 13-0017. 

Respectfully submitted, 



Dated: July 25. 2011 /Kevin E. Bora/ 

Kevin E. Borg 
Agent for Applicants 
Registration No. 51,486 
McANDREWS, HELD & MALLOY, LTD. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
(312) 775-8000 
(312) 775-8100 (fax) 
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